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DETAILED ACTION 

1 . Claims 34-53 are pending. Claims 1 -33 have been cancelled. 

2. The foreign priority document JP 2003-41 81 1 2 filed on December 1 6, 2003 was 
received and acknowledged. 

Continued Examination Under 37 CFR 1. 1 14 

3. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on May 03, 
2011 has been entered. 

Election/Restrictions 

4. Newly submitted claims 46 and 48-50 are directed to an invention that is 
independent or distinct from the invention originally claimed for the following reasons: 
the claims 46 and 48-50 recite limitations regarding the non-elected Species A and non- 
elected species C (see par. 1 of the Office Action mailed in March 18, 2008). 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 46 and 48-50 are withdrawn from 



Application/Control Number: 10/582,787 Page 3 

Art Unit: 1722 

consideration as being directed to a non-elected invention. See 37 CFR 1 .142(b) and 
MPEP §821.03. 

The examiner would also like to point out that the new claim 44 recites the 
limitation: 
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This limitation of claim 44 is directed to the non-elected Species A (see par. 1 of 
the Office Action mailed on March 18, 2008). 
Claim 44 also recite the limitation: 
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This limitation is directed to the non-elected Species C (see par.1 of the Office 
Action mailed on March 18, 2008). 

In examining claim 44, the examiner considers only the limitations regarding the 
elected Species B. 

Therefore, claim 44 is considered as reciting: "A photosensitive composition 
remover as set forth in claim 42, which is a composition of 1 0 to 20 percent by mass of 
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one or more aromatic hydrocarbon (s) having 9 carbon atoms or more within the 
molecule and 80 to 90 percent by mass of one or more other solvent(s) other than 
aprotic polar solvents when the remover consists essentially of one or more aromatic 
hydrocarbon(s) having 9 carbon atoms or more within the molecule and one or more 
other (s) other than aprotic polar solvents". 

The new claim 45 recites the limitation: 
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This limitation is directed to the non-elected Species A (see paragraph 1 of the 
Office Action mailed on March 18, 2008). 
Claim 45 also recites the limitation: 

, ^ t Nt J > > t> i" ' " 1 

i in", in i MM hNVu>\ t u-ri n no ' u> 

p] , , L li p ii 'i i >> *n>u ' ■> u 

iV t^ , -i. li.U ^ Hi b< ■ <, K n . i < ,t > O !_ > i I 5 „f< lp 

i V „ l( m<^ ' f « 1 1 

, h , i ^ mi t > < <- ) 

! ti! K:i i ! > 1 ' ^ i 1 1 * ' 

Oth 1 Mi > mi «.< f u . - ■ i , "i - < . r ft t t ' > I 

1 , ^ l < i. ^ -! > 1 s !\ > 1 '1 U ' c 

ii \ -n- K U<- t i • i i i i 



Application/Control Number: 10/582,787 Page 5 

Art Unit: 1722 

This limitation is directed to the non-elected Species C (see par. 1 of the Office 
Action mailed on March 18, 2008). 

In examining claim 45, the examiner considers only the limitations regarding the 
elected Species B. 

Therefore, claim 45 is considered as reciting: "A photosensitive composition 
remover as set forth in claim 42, which is a composition of 1 0 to 20 percent by mass of 
one or more aromatic hydrocarbon(s) having 9 carbon atoms or more within the 
molecule and 80 to 90 percent by mass of one or more other solvent(s) other than 
aprotic polar solvents, wherein the remover comprises 30 to 60 percent by mass of 
propylene glycol monomethyl ether, when the remover consists essentially of one or 
more aromatic hydrocarbon(s) having 9 carbon atoms or more within the molecule and 
one or more other solvent(s) other than aprotic polar solvents." 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraph of 35 U.S.C. 1 02 that 
forms the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

6. Claims 42, 43, 52 and 53 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Wyatt et al. (US Patent 6,162,593), as evidenced by "Aromatic 150 Fluid 
Product Safety Summary". 
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With regard to claim 42, Wyatt et al. teach a developer comprising 60% by weight 
of the aromatic mixture Exxon Aromatic 150 (see Comparative Example 1 in Table 1 , 
columns 9-10). 

The aromatic mixture Exxon Aromatic 150 is equivalent to Solvesso 150 (see the 
attached "Aromatic 150 Fluid Product Safety Summary") so it is equivalent to the "one 
type of aromatic hydrocarbon having 9 carbon atoms or more within the molecule, which 
is basically a C10 alkylbenzene-based mixed solvent" of claim 42 (see page 1 1 , lines 15- 
18 of the specification of the instant application). 

The amount of 60% by weight is within the range of 1 to 80 percent by mass of 
claim 42. 

The developer of Wyatt et al. has the same composition as the remover of claim 
42 so it can be used as such. 

The limitation of claim 42 "photosensitive composition remover used for removal 
of an uncured photosensitive composition" is an intended use and adds no patentable 
weight to the claim. 

Therefore, the developer of Wyatt et al. fully anticipates the remover of claim 42. 

With regard to claim 43, Exxon Aromatic 1 50/Solvesso 1 50 has a boiling point of 
1 88°C (see page 1 1 , lines 1 7-1 8 of the specification of the instant application), which is 
within the range of 150-250°C of claim 43. 

Claims 52 and 53 recite limitations regarding the intended use of the remover. 
These limitations do not add any patentable weight to the claims. 

Therefore, the developer of Wyatt et al. meets the limitations of claims 52 and 53. 
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7. Claims 42-44, 52 and 53 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Serdiuk et al. (US Patent 5,276,096). 

With regard to claim 42, Serdiuk et al. teach a solvent blend comprising 20% by 
mass of Solvesso 100 (see column 7, lines 25-26). 

Solvesso 100 is equivalent to the "one type of aromatic hydrocarbon having 9 
carbon atoms within the molecule, which is C 9 alkylbenzene-based mixed solvent" (see 
page 1 1 , lines 3-6 of the specification of the instant application). 

The amount of Solvesso 100 (20% by mass) is within the range of 1 to 80 
percent by mass of claim 42. 

The solvent blend of Serdiuk et al. has the same composition as the remover of 
the instant application so it could be used as such. 

The limitation of claim 42 "photosensitive composition remover used for removal 
of an uncured photosensitive composition" is an intended use and adds no patentable 
weight to the claim. 

Therefore, the solvent blend of Serdiuk et al. fully anticipates the remover of 
claim 42. 

With regard to claim 43, Solvesso 100 has a boiling point of 164°C (see page 11, 
lines 6-7 of the specification of the instant application), which is within the range of claim 
43. 

With regard to claim 44, Serdiuk et al. teach a solvent blend of 80:20 primary 
amyl acetate and Solvesso 100 (column 7, lines 25-26). 
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The primary amyl acetate of Serdiuk et al. is a carboxylic acid ester, equivalent to 
"a solvent other than aprotic polar solvents" of claim 44 (see examples of solvents other 
than aprotic polar solvents on page 16, lines 1 1-15 of the specification of the instant 
application). 

The blend of 80:20 primary amyl acetate and Solvesso 100 of Serdiuk et al. 
meets the limitation of claim 44 for a composition of 20 percent by mass of an aromatic 
hydrocarbon having 9 carbon atoms and 80 percent by mass of a solvent other than 
aprotic polar solvents, when the composition consists essentially of one aromatic 
hydrocarbon with 9 carbon atoms and one other solvent other than aprotic polar solvent. 

Therefore, the solvent blend of Serdiuk et al. fully anticipates the remover of 
claim 44 the instant application. 

Claims 52 and 53 recite limitations regarding the intended use of the remover. 
These limitations do not add any patentable weight to the claims. 

Therefore, the solvent blend of Serdiuk et al. meets the limitations of claims 52 
and 53. 

8. Claims 42-44, 52 and 53 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Takagi et al. (US Patent 5,521 ,054). 

With regard to claim 42, Takagi et al. disclose a developing solution comprising 
20% by mass of Swazol 1500 (column 7, lines 61-62). 

Swazol 1 500 is equivalent to the "at least one type of aromatic hydrocarbon 
having 9 carbon atoms or more within the molecule, which is an C10 alkylbenzene- 
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based mixed solvent" of claim 42 (see page 1 1 , lines 1 6-20 of the specification of the 
instant application). 

The amount of Swazol 1 500 is within the range of 1 to 80 percent by mass of 
claim 42. 

The limitation of claim 42 "a photosensitive composition remover used for 
removal of an uncured photosensitive composition" is an intended use and adds no 
patentable weight to the claim. 

Therefore, the developing solution of Takagi et al. fully anticipates the remover of 
claim 42 of the instant application. 

With regard to claim 43, Swazol 1500 has a boiling point of 180.5°C (see page 
1 1 , line 21 of the specification of the instant application), which is within the range of 
claim 43. 

With regard to claim 44, Takagi et al. disclose a developing solution consisting of: 

- 20% by mass of Swazol 1500; 

- 80% by mass of a mixture of benzyl alcohol and isobutyl isobutyrate (column 7, 
lines 61-62). 

Benzyl alcohol and isobutyl isobutyrate are equivalent to "other solvents other 
than aprotic polar solvents" of claim 44 (see page 1 6, lines 1 1 -1 5 in the specification of 
the instant application, wherein carboxylic acid esters and alcohols are defined as 
"solvents other than aprotic polar solvents"). 

The developing solution of Takagi et al. meets the limitations of claim 44 for a 
composition of 20 percent by mass of one aromatic hydrocarbon with 10 carbon atoms 
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in the molecule and 80 percent by mass of two other solvents other than aprotic polar 
solvents, wherein the composition consists essentially of one aromatic hydrocarbon 
having 10 carbon atoms within the molecule and two other solvents other than aprotic 
polar solvents". 

Claims 52 and 53 recite limitations regarding the intended use of the remover. 
These limitations do not add any patentable weight to the claims. 

Therefore, the developing solution of Takagi et al. meets the limitations of claims 
52 and 53. 

9. Claims 35, 37-39, 42-44, 52 and 53 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Epple et al. (US Patent 5,770,667). 

With regard to claim 35, Epple et al. teach a solvent mixture of methoxypropyl 
acetate: butyl acetate : Solvesso 100 is a ratio of 1 :3:1 . (column 15, lines 43 and 54). 

This solvent mixture is equivalent to a solvent consisting essentially of: 

- 20 percent by mass of Solvesso 100, which is equivalent to "an aromatic 
hydrocarbon having 9 carbon atoms or more within the molecule, wherein the aromatic 
hydrocarbon is basically a C 9 alkylbenzene-based mixed solvent" (see page 1 1 , lines 3- 
6 of the specification of the instant application), and 

- 80 percent by mass of a mixture of methoxypropyl acetate and butyl acetate, 
which are equivalent to " two other solvents other than aprotic polar solvents". 

The methoxypropyl acetate is an alkoxycarboxylic ester. 

The butyl acetate of Epple et al. meets the limitations of claim 35 for "a carboxylic 
acid ester excluding ethyl acetate and amyl acetate". 
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The solvent mixture of Epple et al. has the same composition as the remover of 
claim 35 so it could be used as such. 

The limitations of claim 35 "photosensitive composition remover used for removal 
of an uncured photosensitive composition" and "the photosensitive composition remover 
is used for removal of a photosensitive composition containing a pigment" are regarding 
an intended use and add no patentable weight to the claim. 

Therefore, the solvent mixture of Epple et al. fully anticipates the remover of 
claim 35. 

Claim 37 recites only limitations regarding the intended use. These limitations do 
not add any patentable weight to the claim. 

Therefore, the solvent mixture of Epple et al. meets the limitations of claim 37. 

With regard to claim 38, Solvesso 100, methoxypropyl acetate and butyl acetate 
are solvents. 

With regard to claim 39, the methoxypropyl acetate of Epple et al. is identical to 
the propylene glycol monomethyl ether acetate of claim 39. 

Therefore, the mixture of methoxypropyl acetate and butyl acetate of Epple et al. 
meet the limitation for two solvents which are propylene glycol monomethyl ether 
acetate and butyl acetate. 

With regard to claim 42, Epple et al. teach a solvent mixture comprising 20% by 
mass of Solvesso 100 (column 15, lines 43 and 54), which is equivalent to an "one type 
of aromatic hydrocarbon having 9 carbon atoms or more within the molecule, wherein 
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the aromatic hydrocarbon is basically a C 9 alkylbenzene-based mixed solvent" (see 
page 1 1 , lines 3-6 of the specification of the instant application). 

The solvent mixture of Epple et al. has the same composition as the remover of 
claim 42 so it could be used as such. 

The limitation of claim 42 "photosensitive composition remover used for removal 
of an uncured photosensitive composition" is an intended use and adds no patentable 
weight to the claim. 

Therefore, the solvent mixture of Epple et al. fully anticipates the remover of 
claim 42. 

With regard to claim 43, Solvesso 100 has a boiling point of 164°C (see page 11, 
line 6 of the specification of the instant application), which is within the range of claim 
43. 

With regard to claim 44, Epple et al. teach a solvent mixture of methoxypropyl 
acetate: butyl acetate : Solvesso 100 is a ratio of 1 :3:1 . (column 15, lines 43 and 54). 
This solvent mixture is equivalent to a solvent consisting essentially of: 

- 20 percent by mass of Solvesso 100, which is equivalent to one aromatic 
hydrocarbon having 9 carbon atoms or more within the molecule, wherein the aromatic 
hydrocarbon is basically a C 9 alkylbenzene-based mixed solvent (see page 1 1 , lines 3-6 
of the specification of the instant application), and 

- 80 percent by mass of a mixture of methoxypropyl acetate and butyl acetate, 
which are equivalent to "two other solvents other than aprotic polar solvents" (see page 
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1 6, lines 1 1 -1 5 of the specification of the instant application for the definition of solvents 
other than aprotic polar solvents). 

Claims 52 and 53 recite limitations regarding the intended use of the remover. 
These limitations do not add any patentable weight to the claims. 

Therefore, the solevnt mixture of Epple et al. meets the limitations of claims 52 
and 53. 

Allowable Subject Matter 

1 0. Claims 34 and 41 are allowed. 

1 1 . Claims 36, 40, 45, 47 and 51 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

The applicant is reminded that claim 45 was considered as reciting: "A 
photosensitive composition remover as set forth in claim 42, which is a composition of 
10 to 20 percent by mass of one or more aromatic hydrocarbon(s) having 9 carbon 
atoms or more within the molecule and 80 to 90 percent by mass of one or more other 
solvent(s) other than aprotic polar solvents, wherein the remover comprises 30 to 60 
percent by mass of propylene glycol monomethyl ether, when the remover consists 
essentially of one or more aromatic hydrocarbon (s) having 9 carbon atoms or more 
within the molecule and one or more other solvent(s) other than aprotic polar solvents." 

The limitations of claim 45 directed to the non-elected Species A and C were not 
considered. 
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The prior art does not teach the remover composition of claims 34, 36, 40, 41 , 
45, 47 and 51 of the instant application. 

Response to Arguments 

1 2. Applicant's arguments with respect to amended claim 34 and the new claims 35- 
53, see pages of the Remarks filed on June 13, 201 1 have been considered but are 
moot in view of the new grounds of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANCA EOFF whose telephone number is (571 )272- 
9810. The examiner can normally be reached on Monday-Thursday, 6:30 AM-4:00 PM, 
EST and Friday, 6:30-10:30 AM, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia H. Kelly can be reached on 571-272-1526. The fax phone number 
for the organization where this application or proceeding is assigned is 571 -273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
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Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 



/Anca Eoff/ 

Primary Examiner, Art Unit 1722 



